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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
THE IVIAILING DATE OF THIS COMMUNICATION. 
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MONTH(S) FROM 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply writhin the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)IEI This action is non-final. 

3)0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5)n Claim(s) ^ is/are allowed. 

6p:.£laim(s)7S is/are rejected. 
?)□ Claim(s) is/are objected to. 

8)0 Claim(s) are subject to restriction and/or election requirement. 
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9)n The specification is objectedto by the Examiner. 

O)0J*he drawing(s) filed on ^n^% /are: a)Eraccepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) Including the correction Is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonn PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0. 
a)D All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Intemational Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 10/658,886 Page: 
Art Unit: 3641 

1 . The references to the copending applications on page 1 of the specification must 
be updated to include present status. 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1 -23 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The original specification does not specifically 
refer to forming or creating an electric field comprising two poles. 

4. Claims 1-23 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
Invention. There is no adequate description nor enabling disclosure of what all is meant 
by and is encompassed by the reference to forming or creating an electric field 
comprising two poles . Such has not been specifically desaibed as such in the 
specification. 

It is noted that the specification on page 49 (in regard to the Fig. 19A 
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embodiment) states that the electric field E within the converter has a quadrupole 
structure as indicated in the end view illustrated in Fig. 19B (the electric field in the Fig. 
20A embodiment would presumably have a two pole structure). However, it is not clear 
that such is what applicant has intended since othenvise, applicant has submitted 
claims in the present case that are identical to issued claims in parent case 10/077661. 

5. Claims 1 -23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are vague, indefinite and incomplete, particularly as to what all is 
meant by and is encompassed by the reference to an electric field comprising two poles 
(note the discussion of this issue in section 4 above). 

6. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894)- In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

7. Claims 1-1 1 are rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claims 3-12, 14-23, 26-28 of prior U.S. Patent No. 6,628,740 B2. This is a 
double patenting rejection. 

The present case is listed on page 1 of the specification as a continuation of U.S. 
Ser. No. 10/077661 (now Pat. No. 6,628,740 B2). 
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Note the discussion in section 4 above. While the specification does not utilize 
the specific language recited in the claims, it is noted that the specification on page 49 
(in regard to the Fig. 19A embodiment) states that the electric field E within the 
converter has a quadrupole structure as indicated in the end view illustrated in Fig. 19B 
(the electric field in the Fig. 20A embodiment would presumably have a two pole 
structure). Since there is no other reference in the disclosure to the structure of the 
electric field, the formation of an electric field in the Fig. 20A, 20B embodiment (to which 
the present claims appear directed and, to which the claims of Pat. No. 6,628,740 B2 
are directed) must inherently result in the creation of an electric field comprising two 
poles. 

As to limitations which are considered to be inherent in a reference, note the 
case law of In re Ludtke , 169 USPQ 563, In re Swinehart , 169 USPQ 226, In re 
Fitzegerald , 205 USPQ 594, In re Best et al . 195 USPQ 430, and In re Brown , 173 
USPQ 685, 688. 

8. Any inquiry concerning this communication or earlier communications form the 
examiner should be directed to Harvey Behrend whose telephone number is (703) 305- 
1 831 . The examiner can normally be reached on Tuesday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Carone, can be reached on (703) 306-4198. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
306-4195. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 306- 
1113. 



Behrend/vs 
April 5, 2004 



HARVEY E. BEHREND 
PRIMARY EXAMINER 



